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DETAILED ACTION 



This action is responsive to communications: amendment, filed 1 1/4/2004, to the 
original application, filed 4/6/2001 . 

Claim 18 remains rejected under 35 U.S.C. 101 as being directed to non-statutory 
subject matter. The "carrier wave" cited in claim 18 can be defined as a physical thing 
as stated by Applicant, however, it is not considered tangible as defined under 35 
U.S.C. 101. A carrier wave is not a "machine, manufacture or composition" and 
therefore is not tangibly embodied as implemented in claim 18 of the instant application. 

Claims 1-20 are pending. Claims 1, 15, 16, 17, 18, and 19 are independent claims. 

Response to Arguments 



Applicant's arguments, see amendment, filed 11/4/2004, with respect to the 
rejection(s)of claim(s) 19-20 under 35 U.S.C. 102(e) and claim(s) 1-18 under 35 U.S.C. 
103(a) have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of 35 U.S.C. 103(a). 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3-4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 3 recites the limitation "contextual definitions" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 4 is rejected for fully incorporated the deficiencies of the base claim from 
which it depends. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5, and 8-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jamtgaard (U.S. Patent 6,430,624 B1) in view of Huang (U.S. 
Provisional Application 60/179,330). 

As per claim 1 , Jamtgaard discloses a computer-implemented method for 
generating electronic documents including receiving data from at least one application 
program (See Jamtgaard, Column 8, lines 25-46, and Figure 5, element 60), dividing 
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the data into text data, graphics data, and context data (See Jamtgaard, Column 13, 
lines 24-67, and Column 14, lines 1-3), storing in cards at least a portion of the text 
data, graphics data, or context data, where at least a portion of the context data is 
stored in XML format (See Jamtgaard, Column 13, lines 45-50). Jamtgaard does not 
disclose expressly generating at least one file for storing at least a portion of the data. 
Huang discloses generating a file to store data (See Huang, Page 13, lines 21-23). 
Jamtgaard and Huang are analogous art because they are from the same field of 
endeavor of manipulating web-based data. At the time of the invention it would have 
been obvious to a person of ordinary skill in the art to include the file of Huang with the 
storage of at least a portion of data of Jamtgaard. The motivation for doing so would 
have been to enable the export of data into a document database (See Huang, Page 
13, lines 21-24). Therefore, it would have been obvious to combine Huang with 
Jamtgaard for the benefit of exporting the stored data into a document database to 
obtain the invention as specified in claim 1 . 

As per claim 2, Jamtgaard and Huang disclose the limitations of claim 1 as 
described above. Huang also discloses separating text data from font or glyph data 
(See Huang, Figure 5, Page 12, lines 24-26, and Page 13, lines 1-3). Jamtgaard and 
Huang are analogous art because they are from the same field of endeavor of 
manipulating web-based data. At the time of the invention it would have been obvious 
to a person of ordinary skill in the art to include the separation of text and font data of 
Huang with the document generation method of Jamtgaard and Huang. The motivation 
for doing so would have been to provide an editing environment to alter the font 
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attributes such as font type, font style, font color, font size and font effects for selected 
data elements (See Huang, Page 12, lines 12-15). Therefore, it would have been 
obvious to combine Huang with Jamtgaard and Huang for the benefit of providing an 
editing environment to alter font attributes of selected data elements to obtain the 
invention as specified in claim 2. 

As per claim 3, Jamtgaard and Huang disclose the limitations of claim 1 as 
described above. Jamtgaard also discloses generating respective files, or cards, for the 
text data, graphics data, and contextual definitions (See Jamtgaard, Column 17, lines 1- 
5, and lines 28-36). 

As per claims 5 and 8, Jamtgaard and Huang disclose the limitations of claim 1 
as described above. Huang also discloses permitting a user to specify at least one 
property of the first file, including a template type (See Huang, Page 12, lines 15-24, 
and Figure 5) before that first file is generated (See Huang, Page 12, lines 10-15). 
Jamtgaard and Huang are analogous art because they are from the same field of 
endeavor of manipulating web-based data. At the time of the invention it would have 
been obvious to a person of ordinary skill in the art to include the specification by the 
user of a property of the first file, including a template type, before the file is generation 
of Huang with the method of Jamtgaard and Huang. The motivation for doing so would 
have been to provide an editing environment to alter the font attributes such as font 
type, font style, font color, font size and font effects for selected data elements (See 
Huang, Page 12, lines 12-15). Therefore, it would have been obvious to combine 
Huang with Jamtgaard and Huang for the benefit of providing an editing environment to 
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alter font attributes of selected data elements to obtain the invention as specified in 
claims 5 and 8. 

As per claim 9, Jamtgaard and Huang disclose the limitations of claim 1 as 
described above. Jamtgaard also discloses transmitting the data to a parser, or content 
cutter, to determine if the data is text data or graphics data (See Jamtgaard, Column 13, 
lines 24-44) and transmitting the data to a formatter, or layout processor, to determine 
the optimal format for the data (See Jamtgaard, Column 1 3, lines 27-34). 

As per claim 10, Jamtgaard and Huang disclose the limitations of claim 1 as 
described above. Huang also discloses transmitting the data to a file manager, or 
transformation module, after the data is divided but before the file is generated (See 
Huang, Page 13, lines 4-8, lines 24-26, and Page 14, line 1). Jamtgaard and Huang are 
analogous art because they are from the same field of endeavor of manipulating web- 
based data. At the time of the invention it would have been obvious to a person of 
ordinary skill in the art to include the transmitting of the data to a file manager, or 
transformation module, after the data is divided but before the file is generated of 
Huang with the method of Jamtgaard and Huang. The motivation for doing so would 
have been to provide an editing environment to alter the attributes for selected data 
elements (See Huang, Page 12, lines 12-15). Therefore, it would have been obvious to 
combine Huang with Jamtgaard and Huang for the benefit of providing an editing 
environment to alter attributes of selected data elements to obtain the invention as 
specified in claim 10. 
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As per claim 1 1 , Jamtgaard and Huang disclose the limitations of claim 1 as 
described above. Huang also discloses that the application program includes a word 
processing program (See Huang, Page 3, lines 4-7, and Page 5 f lines 6-7). Jamtgaard 
and Huang are analogous art because they are from the same field of endeavor of 
manipulating web-based data. At the time of the invention it would have been obvious 
to a person of ordinary skill in the art to include the word processing program of Huang 
with the method of Jamtgaard and Huang. The motivation for doing so would have 
been to provide a word processing view as well as a structural view of the data (See 
Huang, Page 3, lines 3-4). Therefore, it would have been obvious to combine Huang 
with Jamtgaard and Huang for the benefit of providing provide a word processing view 
as well as a structural view of the data to obtain the invention as specified in claim 1 1 . 

As per claim 12, Jamtgaard and Huang disclose the limitations of claim 1 as 
described above. Jamtgaard also discloses including a text portion in XML format, if the 
data received from the application program includes text data, and a graphics portion, if 
the data received from the application program includes graphics data (See Jamtgaard, 
Column 13, lines 24-50). 

As per claim 13, Jamtgaard and Huang disclose the limitations of claim 12 as 
described above. Huang also discloses including a glyph and font portion in XSL 
format, if the data received from the application program includes text data (See Huang, 
Figure 10, and Page 14, lines 1.1-22). Jamtgaard and Huang are analogous art 
because they are from the same field of endeavor of manipulating web-based data. At 
the time of the invention it would have been obvious to a person of ordinary skill in the 
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art to include the inclusion of glyph and font portion in XSL format of Huang with the 
document generation method of Jamtgaard and Huang. The motivation for doing so 
would have been to provide an editing environment to alter the font attributes such as 
font type, font style, font color, font size and font effects for selected data elements (See 
Huang, Page 12, lines 12-15). Therefore, it would have been obvious to combine 
Huang with Jamtgaard and Huang for the benefit of providing an editing environment to 
alter font attributes of selected data elements to obtain the invention as specified in 
claim 13. 

As per claim 14, Jamtgaard and Huang disclose the limitations of claim 1 as 
described above. Jamtgaard also discloses that the file has a first file format which is 
different from a file format of the application program (See Jamtgaard, Claim 1 ). 

As per claims 15-18, Jamtgaard discloses a computer system and computer 
readable medium including at least one server (See Jamtgaard, Figure 4, and Column 
3, lines 17-18), at least one user computer coupled to the server through a network 
(See Jamtgaard, Column 6, lines 21-24 and Column 7, lines 1-5), where the server 
includes a program stored therein (See Jamtgaard, Figure 4, element 42), where the 
program receives data from at least one application program (See Jamtgaard, Column 
8, lines 25-46, and Figure 5, element 60), where the program divides the data into text 
data, graphics data, and context data (See Jamtgaard, Column 13, lines 24-67, and 
Coumn 14, lines 1-3), and where the program generates cards for storing a portion of 
the text data, graphics data, or context data, where at least a portion of the context data 
is stored in XML format (See Jamtgaard, Column 13, lines 45-50). Jamtgaard does not 
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disclose expressly generating a file for storing at least a portion of the data. Huang 
discloses generating a file to store data (See Huang, Page 13, lines 21-23). Jamtgaard 
and Huang are analogous art because they are from the same field of endeavor of 
manipulating web-based data. At the time of the invention it would have been obvious 
to a person of ordinary skill in the art to include the file of Huang with the storage of at 
least a portion of data of Jamtgaard. The motivation for doing so would have been to 
enable the export of data into a document database (See Huang, Page 13, lines 21-24). 
Therefore, it would have been obvious to combine Huang with Jamtgaard for the benefit 
of exporting the stored data into a document database to obtain the invention as 
specified in claims 15-18. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jamtgaard (U.S. Patent 6,430,624 B1) in view of Huang (U.S. Provisional Application 
60/179,330) as applied to claim 3 above, and further in view of Ballantyne (U.S. Patent 
6,687,873 B1). 

As per claim 4, Jamtgaard and Huang disclose the limitations of claim 3 as 
described above. Jamtgaard and Huang do not disclose expressly receiving a print 
stream from the application program. Ballantyne discloses receiving a print stream of 
data (See Ballantyne, Column 17, lines 53-62). Jamtgaard, Huang and Ballantyne are 
analogous art because they are from the same field of endeavor of manipulating web- 
based data. At the time of the invention it would have been obvious to a person of 
ordinary skill in the art to include the print stream of Ballantyne with the method of 
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Jamtgaard and Huang. The motivation for doing so would be to facilitate improved data 
extraction (See Ballantyne, Column 17, lines 58-60). Therefore, it would have been 
obvious to combine Ballantyne with Jamtgaard and Huang for the benefit of facilitating 
improved data extraction to obtain the invention as specified in claim 4. 

Claim 6 is rejected under 35 U.S:C. 103(a) as being unpatentable over 
Jamtgaard (U.S. Patent 6,430,624 B1 ) in view of Huang (U.S. Provisional Application 
60/179,330) as applied to claim 5 above, and further in view of Barile (U.S. Patent 
6,560,621 B2). 

As per claim 6, Jamtgaard and Huang disclose the limitations of claim 5 as 
described above. Jamtgaard and Huang do not disclose expressly including a location 
for the file. Barile discloses that a property specified is a location for the file. (See 
Barile, Column 5, lines 1-5). Jamtgaard, Huang and Barile are analogous art because 
they are from the same field of endeavor of generating and formatting structured 
documents. At the time of the invention it would have been obvious to a person of 
ordinary skill in the art to include the specific property being the location of the file, as 
disclosed by Barile, with the method for generating electronic documents of Jamtgaard 
and Huang. The motivation for doing so would have been to provide the information 
necessary to a print driver to allow the document to be printed. (See Barile, Column 4, 
lines 65-67). Therefore, it would have been obvious to combine Barile with Jamtgaard 
and Huaug for the benefit of prihting the document. 
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Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jamtgaard (U.S. Patent 6,430,624 B1) in view of Huang (U.S. Provisional Application 
60/179,330) as applied to claim 5 above, and further in view of DeRose (U.S. Patent 
5,557,722). 

As per claim 7, Jamtgaard and Huang disclose the limitations of claim 5 as 
described above. Jamtgaard and Huang do not disclose expressly that a property 
specified is security information for a file. DeRose discloses that attributes may be 
modified to provide security for a document. (See DeRose, Column 8, line 67, and 
Column 9, lines 1-9). Jamtgaard, Huang, and DeRose are analogous art because they 
are from the same field of endeavor of generating and formatting structured documents. 
At the time of the invention it would have been obvious to a person of ordinary skill in 
the art to combine the method of generating electronic documents of Jamtgaard and 
Huang with the modifiable attribute based on security considerations of DeRose. The 
motivation for doing so would have been to allow for user customization of the output 
data based on specific concerns, such as providing security for the document. (See 
DeRose, Column 9, lines 2-5). Therefore, it would have been obvious to combine 
DeRose with Jamtgaard and Huang for the benefit of providing document security to 
obtain the invention as specified in claim 7. 

Claims 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jamtgaard (U.S. Patent 6,430,624 B1) in view of Ballantyne (U.S. Patent 6,687,873 B1). 



Application/Control Number: 09/828,631 Page 12 

Art Unit: 2176 

As per claim 19, Jamtgaard discloses a computer system including an operating 
system operating on at least one computer (See Jamtgaard, Column 4, lines 39-44), 
and an application program operating on the computer (See Jamtgaard, Column 4, lines 
39-44). Jamtgaard does not disclose expressly an additional program for handling print 
requests from the application program using the operating system and manipulating at 
least one data stream to create a format independent document. Ballantyne discloses 
functionality to handle print requests in the form of a print stream of data (See 
Ballantyne, Column 1, lines 56-67, and Column 2, lines 1-3). Jamtgaard and Ballantyne 
are analogous art because they are from the same field of endeavor of manipulating 
web-based data. At the time of the invention it would have been obvious to a person of 
ordinary skill in the art to include the functionality to handle print requests of Ballantyne 
with the method of Jamtgaard. The motivation for doing so would have been to make 
conventional legacy reports or data available in different formats (See Ballantyne, 
Column 1 , lines 56-58). Therefore, it would have been obvious to combine Ballantyne 
with Jamtgaard and Huang for the benefit of making conventional legacy reports or data 
available in different formats to obtain the invention as specified in claim 19. 

As per claim 20, Jamtgaard and Ballantyne disclose the limitations of claim 19 as 
described above. Jamtgaard also discloses a parser, or content cutter, component for 
separating text data from graphics data (See Jamtgaard, Column 13, lines 24-67, and 
Column 14, lines 1-3), a formatter component for formatting the text data or graphics 
data (See Jamtgaard, Column 13, lines 19-22, and Figure 10, element 62), and a file 
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manager component for ensuring that the format independent document is created in a 
specified location (See Jamtgaard, Column 10, lines 48-56). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Brooke (U.S. Patent 6,763,343 B1 ) discloses preventing duplication of the 
data in reference resource for XML page generation. 

• Brooke (U.S. Patent 6,748,569 B1 ) discloses XML server pages language. 

• Anthony (U.S. Publication 2003/0069908 A1 ) discloses software 
composition using graph types, graph, and agents. 

• Chau (U.S. Publication 2002/0123993 A1) discloses XML document 
processing. 

• Story (U.S. Publication 2002/0129058 A1 ) discloses hypermedia 
document publishing including hypermedia document parsing. 

• Friedman (U.S. Patent 6,675,353 B1) discloses methods and systems for 
generating XML documents. 

• Dinkelacher (U.S. Patent 6,092,068) discloses a marked document tutor. 

• Wallace discloses generic combinators and type-based translation. 

• Suzuki discloses managing the software design documents with XML. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Laurie Ries whose telephone number is (571 ) 272-4095. The 
examiner can normally be reached on Monday-Friday from 7:00am to 3:30pm. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild, can be reached at (571) 272-4090. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). y^l^ ' /) 
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